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ABSTRACT

If pro-se patent applicants are successful with their applications, they are likely to
be inspired to become serial inventors & patentees. In contrast, a pro-se patent applicant,
who is turned off by a non-transparent and arbitrary examination process at the US Patent

and Trademark Office (USPTO), may curtail his/her instinct to invent & patent.

The USPTO does not collect data or publish statistical analyses of pro se patent
applications. Therefore, the challenges faced by the pro se inventor-applicants are hidden.
The author subjected himself to the PTO’s patent examination process as a pro se
applicant for 25 months for a first-hand experience of the process, which resulted in an
issued patent in December 2009 after four consecutive rejections of all claims. The
author’s first-hand experience as a pro se patent applicant is included as an illustrative
case with a contributed section by a registered patent attorney, who provides a third-party
evaluation of the examination. A tool proposed in this article to assess the quality of the
patent examination process (see Exhibit 1) reveals many of the problems facing pro se
applicants and, specifically, the failure of examiners to follow the requirements of MPEP
8707.07(j). The paper reasons with some evidence that, at various stages in the
examination process, the pro se applicant is pushed to the point of abandoning his/her
application prematurely. Further, the case gives rise to a concern that examiners have
become too dependent on patent attorneys representing inventors, and may engage in
irrational rejection of pro se applications. Detailed recommendations for reforming the
USPTO are offered to ensure that examiners comply with all the provisions of MPEP
§707.07(j).



REFORMING THE USPTO TO COMPLY WITH MPEP 8707.07(j) TO GIVE A FAIR
SHAKE TO PRO SE INVENTOR-APPLICANTS

Paul M. Swamidass

TABLE OF CONTENTS
Page
I. INTRODUCTION 5}
Il. BELEAGUERED, IGNORED PRO SE APPLICANTS 8
1. THE INTENT OF USPTO CONCERNING PRO SE APPLICATION 10
A. The clash of intent and practices at the USPTO 12
B. The cost of delaying and denying legitimate patents 14
IV. AN ILLUSTRATIVE CASE OF A PRO SE APPLICATION 15
A. “The rumbling strip” patent application 15
a. PTO office actions, etc. in chronological order 15
B. Issues that my cause premature abandonment... 19
V. A CONTRIBUTED SECTION by A.J. Gokcek, J.D. 23
A. Introduction 23
B. The Obviousness issue 24
C. The Non-obviousness issue 25
D. Objective indicia 26
E. Non-analogous art 26
F. Additional comments 26
VI. CONCLUSIONS 27
A. Matters of concern for pro se applicants 28
B. Examiners may be too dependent on applicants’ attorneys 29
C. Recommendations for reforming the USPTO 30
Exhibit 1: A measure to evaluate the USPTO 34
Figure 1: The invention in the illustrative case 35
Figure 2: Examiner’s reference: Murray’s invention 36

Look for the full paper in the spring issue of the JMRIPL cited on the cover page, or contact the
author at swamidas@auburn.edu



